New Challenges to the IP Survey Process
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The ever increasing complex world of trademark surveys has opened a variety of problems and opportunities for survey experts:

· Issues and cases are far more complex as American businesses have become less product- and more service-oriented. Thus, there is less tangibility to the issues in question. 

· There are ever increasing ways to do surveys especially with Internet technology while more traditional ways of doing them – such as mall intercepts and telephone – have become increasingly challenging.  Moreover, there is a reluctance of people to participate in surveys of any kind -- even with substantial incentives.

· The size and scope of many of these cases can be enormous and it becomes increasingly more expensive to create, implement and defend surveys.

· The emergence of the “Daubert motion” provides an added complication and expense to the survey process.

Earlier in my IP expert career I was called to critique work done by a close friend who had referred a number of cases to me. I felt very uncomfortable having to critique his work, which was very good.  That expert allayed my fears by telling me, “This business is almost like a game.  You critique me.  I critique you – and we both make money,” he said.

The fact of the matter is that doing intellectual property surveys is less of a precise and more of an abstract art.  There is no survey that can be called “perfect” and there probably is no survey that can be called “worthless” although there are some that are so severely flawed that they provide miniscule value.  

With this in mind, how do you play the game?  What are the rules?  How do you win or even can you win?

The Basic Ground Rules

While one might think IP surveys are a form of game or obstacle course, there are some basic ground rules, and theses rule are inviolate.  It is mandatory that the survey uses and respects the basic rule of scientific research.  While such rules are stated in a variety of places, the bible for IP survey research is The Reference Manual on Scientific Evidence published by Federal Judicial Center.  The specific chapter of greatest significance is “Reference Guide on Survey Research” by Shari Seidman Diamond.  

The second basic ground rule is be sure you are surveying the relevant target market.  This may appear obvious but often it is not so obvious.  For example, in a traditional likelihood of confusion  (or forward confusion) case the relevant target market usually is some segment of the plaintiff’s target market.  This presumably is the group that will likely be confused by the defendant’s action.  However, in a “reverse confusion” case, it may be necessary to consider some segment of the defendant’s target market as the audience on which to focus.  Focusing on the wrong target market will doom any research effort. 

Constraint #1: Complexity of Issues and Cases

It wasn’t terribly long ago when most trademark infringement cases focused on tangible products or brands. Now, we have introduced a variety of services and service-oriented companies — many doing business in cyberspace — into the conversation.  New terminology includes such words as: Websites, blogs, search engines, meta tags, key words sponsored sites, cyber squatting and the like.  These new variables make it far more difficult to defend trademarks and brands and open new opportunities for infringement.  Trademark and survey experts needs to understand these new service-oriented products, the hidden languages of the Internet and the way the search engine spiders locate key words and Websites. 

Adding to the complexity is the myriad of new services offered to consumers and businesses.  The U.S. economy has migrated from a manufacturing to a services economy, and this makes it increasingly difficult to measure the intangibility of services.   This not only includes financial services but real estate, medical and so many other types of services.  Often the only possible tangible issue in question is a name or logo – not a tangible product that can be found on a grocery shelf.  All this intangibility makes it extremely hard to survey consumers and business people as to the identification of brands and trademarks.

Constraint #2: Profusion of Ways to Do Surveys

When I started doing surveys about 10 years ago, virtually all my work dealt with products that were sold in business-to-consumer (B to C) or business-to-business (B to B) environments.  Issues in question focused on the names of the products, the color schemes in trade dress cases, the configuration of the products and the like.  Much of my early work focused on knock-off products coming into the country from the Far East that were similar to trademarked and patented U.S. products.  Such surveys often involved mall intercept research, pre-recruit research when arrangements were made to bring workmen or other professionals into a research facility or telephone research.  

Today, many malls have abandoned their research facilities.  Those frequenting shopping malls are often teenagers or young adults.  It is increasingly difficult to recruit into shopping malls.  People are in a hurry.  The profusion of telemarketing and the use of voice mail has made it more difficult to do telephone interviews.  Moreover, some 20 percent of the population doesn’t have a landline and uses cell phones as their primary telephone. 

The Internet is a new medium that has emerged as a way to do research, but it has its problems.  SPAM, or impersonal, unsolicited e-mails have created a profusion of messages and most people use SPAM filters to ferret out these unwanted messages.  Thus, the primary way to use the Internet as a research medium is through opt-in consumer panels.  Research organizations have put these panels together, and the research expert can specify those market segments that are needed for the survey.  Even using these panels, the response rates tend to be very low and there is always the chance that the respondent is the “professional survey- taker.” 

The demise of the mall intercept method, the problems of using traditional telephone research and the constraints offered by Internet panels make the “survey game” ever more challenging.

Constraint #3: Size and Scope of the Cases

Because of the above reasons, plaintiffs and defendants have come to rely on  survey methodologies to prove or disprove infringements.  These are enormous cases in terms of the costs to pursue them and the budgets involved.  Since intellectual property has displaced real property, clients will often spend inordinate sums not only to create an original survey but to critique them.  Exacerbating this picture is the numbers of experts that often are brought into the same case.  

All sorts of scenarios can unfold.  Multiple experts enable adversaries to play one expert off against another.  Sometimes the findings or opinions of an expert contribute to the cause of the adversary.  

The costly depositions, filing of motions, critiques, critiques of the critiques often are both mind-boggling and enormously expensive.

Constraint #4: The Daubert Motion  

If all of these new complexities didn’t make the game complicated enough, we now have the final complication – The Daubert Motion.  The original intention of the Daubert motion was to exclude unqualified experts from offering testimony.  The scope of the Daubert motion has been extended to attempt to exclude the testimony or survey research of even the most qualified of experts.  It has become a ploy in the survey game and yet another way to create work for the attorneys and costs for the client.  It seems that the lawyers can’t find a way to criticize a creative survey, file the Daubert motion.

Rather than a survey expert thinking the Daubert motion as a stigma, it is more like a badge,  Because surveys have become so much more complex, there are not very many “cookie-cutter” protocols out there.  The survey expert needs to be highly creative in thinking of the possible ways a research hypothesis can be proved or disproved.  This often requires out-of-the-box thinking.  When an adversary encounters such creative executions, a normal reaction will be to file the Daubert motion because the protocol may have no precedent..  

Fortunately, it has been my experience that judges are often more intelligent than the lawyers give them credit.  They are able to see how the survey addresses the issues and are able to make sure that despite the fact that the survey applied original protocols, the survey still adhered to the key scientific research ground rules.

In Conclusion

While doing IP surveys is deadly serious stuff, there is a certain challenge to the non-lawyer survey expert.  Almost similar to doing puzzles, creating and executing a survey is mind bending creative work.  And, it can be a lot of fun.

